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DETAILED ACTION 
Specification 

Applicant is reminded of the proper language and format for an abstract of the 
disclosure. 

The abstract should be in narrative form and generally limited to a single 
paragraph on a separate sheet within the range of 50 to 150 words. It is important that 
the abstract not exceed 150 words in length since the space provided for the abstract 
on the computer tape used by the printer is limited. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the Invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1, 8, and 15-16 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Thompson (U.S. Pat. No. 6,071,274). 

Regarding claim 1, Thompson discloses a bipolar electrosurgical instrument 
comprising: 

an introducer 10 having a handle portion 18 and an outer shaft 26 coupled to the 
handle portion, the introducer having a channel extending therein from an opening 40 at 
a distal end of the introducer (Fig. 1); 

a snare 20 slidably positionable within the channel and slidable between an 
undeployed position (Figs. 1 and 2A) wherein it is substantially retracted within the 
channel and a deployed position (Fig. 3A) wherein a distal portion of the snare extends 
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outwardly from the channel, wherein at least the distal portion of the snare is insulated 
substantially along its length except for a predetermined exposed section (Figs. 2A); 

a first electrically conductive member 28 for coupling with a source of RF energy, 
the first electrically conductive member being positioned within the snare and having an 
active electrode exposed through the predetermined exposed section 40 of the snare; 

a second electrically conductive member 28 for coupling with a grounding 
element, the second electrically conductive member being positioned within the snare 
and having a return electrode portion exposed through the predetermined exposed 
section of the snare (col. 37, In. 37-39); 

a retention element at a distal end of the snare for securing the distal end of the 
snare to the introducer to thereby form a looped configuration of the snare (col. 9, In. 
50-52 and Fig. 3A); and 

at least one fluid delivery channel extending through the introducer between a 
fluid inlet at the proximal end of the introducer and a fluid outlet at the distal end of the 
introducer that is located in proximity to the exposed section of the snare (col. 9, In. 53- 
58). 

Regarding claim 8, Thompson discloses the instrument according to claim 1, 
wherein the predetermined exposed section is on one side of the snare (Fig. 2A). 

Regarding claim 15, Thompson discloses a bipolar electrosurgical instrument 
comprising: 

an introducer having a channel therein extending from an opening 40 at a distal 
end thereof (Fig. 1); 
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an electrically conductive snare 20 slidably positioned within the channel and 
slidable between an undeployed position (Figs. 1 and 2A) wherein it is substantially 
retracted within the channel and a deployed position (Fig. 3A) wherein a distal portion of 
the snare extends outwardly from the channel, the electrically conductive snare being 
substantially insulated but for a predetermined exposed section 40, and having an 
active 28 and a return 28 electrode exposed through said exposed section (col. 37, In. 
37-39); 

a retention element at a distal end of the snare for securing the distal end of the 
snare to the introducer to thereby form a looped configuration of the snare (col. 9, In. 
50-52 and Fig. 3A); and 

at least one fluid delivery channel extending through the introducer between a 
fluid inlet and a fluid outlet at the distal end of the introducer and located in proximity to 
the exposed section of the snare (col. 9, In. 53-58). 

Regarding claim 16, Thompson discloses the instrument according to claim 15, 
wherein the introducer 10 further includes a handle portion 18 and an outer shaft 26 
adjacent to and extending from the handle portion (Fig. 1). 

Claim Rejections • 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1-3 and 15-18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Langberg (U.S. Pat. No. 6,527,769 B2) in view of Thompson ('274). 

Regarding claim 1, Langberg discloses an electrosurgical instrument comprising: 

an introducer having an outer shaft with a channel extending therein from an 
opening at a distal end of the introducer (Fig. 8A); 

a snare 814 slidably positionable (col. 20, In. 39-41) within the channel and 
slidable between an undeployed position (not shown) wherein it is substantially 
retracted within the channel and a deployed position (Fig. 8A) wherein a distal portion of 
the snare extends outwardly from the channel, wherein at least the distal portion of the 
snare is insulated substantially along its length except for a predetermined exposed 
section (814); 

a first electrically conductive member for coupling with a source of RF energy 
(col. 9, In. 23-27), the first electrically conductive member being positioned within the 
snare 814 and having an active electrode exposed through the predetermined exposed 
section of the snare (Fig. 8A); and 
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a retention element 812 at a distal end of the snare for securing the distal end of 
the snare to the introducer to thereby form a looped configuration of the snare (Fig. 8A). 

The claim differs from Langberg in calling for the instrument to have a handle 
with the outer shaft coupled to the handle. Langberg is silent on the presence of a 
handle. However, the presence of a handle is obvious, if not inherent, in view of the 
teaching of a handle 18 (Fig. 1) in Thompson in order to control the snare deployment 
and shape. 

The claim also differs from Langberg in calling for the instrument to be bipolar 
with a second return electrode in the snare. Langberg discloses multiple electrode 
elements 814 (Fig. 8A) but is silent on whether the instrument is bipolar. Thompson, 
however, teaches a bipolar electrosurgical snare with a second electrically conductive 
member 28 for coupling with a grounding element, the second electrically conductive 
member being positioned within the snare and having a return electrode portion 
exposed through the predetermined exposed section of the snare (col. 37, In. 37-39 and 
Fig. 3A). Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have made the instrument of Langberg bipolar as 
claimed in view of the teaching of Thompson as an obvious way of operating an RF 
electrode instrument that is common in the art. 

The claim further differs from Langberg in calling for a fluid delivery channel. 
Thompson, however, teaches at least one fluid delivery channel extending through the 
introducer between a fluid inlet at the proximal end of the introducer and a fluid outlet at 
the distal end of the introducer that is located in proximity to the exposed section of the 
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snare (col. 9, In. 53-58) in order to establish ionic transport of ablation energy through 
the fluid to tissue outside the electrode body (col. 38, In. 28-38). Therefore, it would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to have made the instrument of Langberg comprise a fluid delivery channel as claimed 
in view of the teaching of Thompson in order to establish ionic transport of ablation 
energy through the fluid to tissue outside the electrode body. 

Regarding claim 2, Langberg discloses the instrument according to claim 1 in 
view of Thompson. In addition, Langberg discloses the instrument further comprising an 
inner shaft 810 positioned substantially concentrically and within the outer shaft, the 
inner shaft having a channel extending therethrough, and the snare 814 being 
positionable within the inner shaft channel, and the outer and inner shafts are inherently 
capable of being rotated relative to one another. Furthermore, rotation of the outer and 
inner shafts relative to one another is obvious, if not inherent, in view of the teaching of 
Thompson in order to place the electrode elements of the snare in a different orientation 
for tissue contact (col. 10, In. 25-31 and Fig. 4A). 

Regarding claim 3, Langberg discloses the instrument according to claims 1 and 
2 in view of Thompson. In addition, Langberg discloses the instrument wherein the outer 
shaft has a first aperture (the distal opening) and the inner shaft has a second aperture 
(the distal opening) therein (Fig. 8A). 

Regarding claims 15 and 16, see the preceding rejection of claim 1 under 103(a). 

Regarding claim 17, see the preceding rejection of claim 2 under 103(a). 
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Regarding claim 18, see the preceding rejections of claims 2 and 3 under 103(a). 
the two apertures, or distal openings, are inherently capable of being moved and 
aligned as claimed. 

Claims 7 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Thompson ('274) in view of Schaer (U.S. Pat. No. 5,863,291). 

Regarding claim 7, Thompson discloses the instrument according to claim 1 with 
a fluid delivery channel. The claim differs from Thompson in calling for at least one fluid 
delivery channel to extend through the snare and be exposed at the predetermined 
exposed section of the snare. Schaer, however, teaches an instrument wherein the fluid 
delivery channel extends through the snare and is exposed at the predetermined 
exposed section of the snare to allow the fluid to cool the electrodes and the treatment 
area (col. 6, In. 29-34 and Fig. 15). Therefore, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to have the fluid delivery 
channel of Thompson extend through the snare and be exposed at the predetermined 
exposed section of the snare in view of the teaching of Schaer to allow the fluid to cool 
the electrodes and the treatment area. 

Regarding claim 20, see the rejections of claims 7 and 15. 
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Allowable Subject Matter 

Claims 4-6 and 1 9 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

Claims 9-14 are allowed. 



Conclusion 



The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: 



US 3910279 A 
US 5730127 A 
US 6106522 A 
US 6314963 B1 
US 6514248 B1 
US 6540742 B1 
US 6733496 B2 



USPAT Okada; Takeshi et al. 

USPAT Avitall; Boaz 

USPAT Fleischman; Sidney D. et al. 

USPAT Vaska; Matthias et al. 

USPAT Eggers; Philip E. et al. 

USPAT Thomas; Stuart et al. 

USPAT Sharkey; Hugh et al. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alex B. Toy whose telephone number is (571) 272-1953. 
The examiner can normally be reached on Monday through Friday, 8:00 AM to 4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Linda CM. Dvorak can be reached on (571) 272-4764. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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